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Remarks 

This amendment is responsive to the Official Action mailed March 27, 2006, 
wherein applicant's provisional election responsive to the restriction requirement was 
noted, certain formal objections were made respecting the disclosure and drawings, and 
the claims were rejected over prior art under 35 U.S.C. §§102 and 103. A Petition for 
retroaction extension of time is submitted concurrently, with a charge authorization for 
the required fees. No further fees are required. No new matter is presented. 

Applicant affirms the provisional election of the method claims, group 1, claims 1- 
6. Nonelected claims 7-13 have been canceled, without prejudice to their presentation 
in a divisional application. The remaining claims are directed to the elected method. 
New claims 14, 15 are added to further define the invention. 

The formal objections concern discrepancies in the reference numbers found in 
the Specification and drawings. Reference numbers 98 and 130 were found in the 
drawings but not the specification; and reference number 45 was found in the 
Specification but not the drawings. Applicant has corrected these typographical errors 
by inserting correct numbers from the drawings into the specification, and deleting from 
the Specification the number missing in the drawing. The need for these corrections is 
apparent and no new matter is added. 

The claims have been amended such that the subject matter of original claim 5 
has been added to claim 1 together with certain additional amendments. The claims as 
amended particularly and distinctly define aspects that are novel over the prior art, and 
the differences are such that the subject matter claimed as a whole is not shown to 
have been obvious. 

Claim 1 - 3 were rejected under 35 U.S.C. §1 02(b) over U.S. Patent No. 21,473 - 
Storm. Claims 4-6 were rejected as obvious under 35 U.S.C. §103 over Storm in 
combination with German Patent Application No. DD200,985A - Klose. Reconsideration 
is requested in view of this amendment. The prior art does not anticipate the invention 
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claimed as a whole, and there is no basis to assert that the subject matter claimed as a 
whole would have been obvious. 

Applicant's invention concerns an inventive solution to the problem of embossing 
a logo or other impression into the wall of a container after the container has been at 
least partly assembled. The container in that state is characterized by an opening into 
the container, having an edge. The embossing is done by deploying a clamping fixture 
around the edge of the container at the opening, thus positioning die set members on 
opposite sides of a container wall, and clamping the die set members together to 
emboss the logo or other impression into the sidewalk 

As discussed in the Specification, the alternative for the invention is to emboss a 
panel that will become part of a container later, namely, after the embossed panel is 
assembled together with other container parts. Before the container is assembled, it is 
possible to emboss a separate part easily, for example on a bench press or using an 
edge fixture. After assembly, there are additional challenges. Such challenges have 
been overcome efficiently by applicant but not by the prior art. 

In the cited prior art, only Storm teaches or suggests the possibility of embossing 
a container that has been at least partly assembled. However Storm does not disclose 
or suggest applicant's technique of applying a clamping fixture that reaches around 
structures at the rim of an opening into the container, so as to clamp a die set on inner 
and outer sides of a sidewall at an area that is accessible from the opening but can be 
spaced back from a reinforcement or other opening structure at the edge. 

Storm teaches away from applicant's technique to such an extent that Storm 
clearly demonstrates the inventiveness of applicant's technique. Storm requires the 
formation of holes in the sidewall; disassembly of the clamping apparatus; reassembly 
of the clamping apparatus with part of the die set inside and part outside, the inside and 
outside parts being connected by clamp members extending through the holes in the 
sidewall; and then the application of clamping pressure. Further, the process must 
include disassembling and removing the device, and finally, patching over and resealing 
the holes (the Storm product is a milk can). 



-6 - 



SN 10/679,655 -Remarks 
Response under 37 C.F.R. §1.111 



Storm's inside die set is deployed and assembled with the outside mechanism in 
a manner that resembles erecting a ship in a bottle. The inside die structure is laterally 
wider then the diameter of the container opening. Even so, Storm was apparently 
unable to envision a mechanism to accomplish this without providing holes through the 
container wall. Storm does not even hint an arrangement as in applicant's invention, 
wherein a fixture is configured and deployed with a C-shaped press configuration 
arranged to reach around and over the structures at the container rim, such as 
reinforcing and/or neck structures at the rim. 

Applicants have amended claim 1 to particularly and distinctly define that the 
walls of the at least partly assembled container have an edge defining an opening, and 
that the method comprises reaching a clamping fixture across the edge and into the 
opening, and clamping the clamping fixture to the sidewall across the edge. Nowhere in 
the Storm reference is there any teaching or disclosure of reaching across an edge of a 
container to apply a clamping fixture as defined in a applicant's method claimed as a 
whole. The claimed invention is novel over Storm and is not shown to have been 
obvious. 

Storm confronts some of the same problems as applicant, but Storm plainly does 
not teach applicant's invention as claimed. In Storm, the problem is to stamp a logo into 
an assembled milk can belonging to a milk producer to distinguish it from those of other 
producers, presumably dairy farms. The logo is to be provided in a sidewall at the 
rounded shoulder portion of the can (called the breast in Storm). It would not be 
practical to determine and emboss owner logos when the cans are assembled. The 
situation is such that the logo must be imprinted later. The problem is how to do that. 

Storm teaches forming holes in the container so that separate structural parts of 
the die set can be operatively attached to build a press that traverses the breast part of 
the milk can at the area to be imprinted. The operator passes rods (B, B) through holes 
(a, a); and affixes heads (b, b) to the rods (B, B). Fig. 1 shows holes (a, a), made 
through the wall of the container adjacent to an area where the imprint is to be stamped. 
Storm states at page 2 column 1 , "To stamp a can with this press two circular holes are 
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made in the breast of the can ... to receive the rods B,B . . . and the rods B,B are 
passed through the holes a." 

Applicants' method as claimed comprises reaching a clamping fixture having 
inner and outer die set parts, over the edge of the container at the opening, and 
clamping the fixture across the edge. Storm fails to teach or suggest the features of 
Applicant's claimed invention. Applicant requests withdrawal of the rejection under 35 
U.S.C. §102. 

The subject matter of original claim 5 is now incorporated in claim 1 . Claims 4-6 
were rejected under 35 U.S.C. §1 03(a) over a proposed combination of Storm with 
Klose. However, Klose does not teach the aspects that would lead a person of ordinary 
skill from the technique in Storm to the invention claimed as a whole. Klose teaches a 
press for applying identification symbols (possibly a serial number) to a sheet of 
material. The sheet can be curved as shown in Klose Figs. 1 and 2, but Klose does not 
teach or suggest reaching into an opening of a container to put part of a die set on the 
inside wall of an container to complement another part on the outside, across the edge 
of the opening. 

There is no basis to conclude that a combination of the aspects of Storm and 
Klose would in fact result in applicant's claimed method. It appears that the 
combination would require the person of ordinary skill either to emboss the curved 
breast panel before assembly according to Klose or to emboss after assembly 
according to Storm. There is nothing in the prior art to suggest otherwise. 

The structure of the Storm milk can opening prevents a direct combination with 
the sheet clamp of Klose. Klose's clamp is structured to apply an identification number 
immediately adjacent to the edge of a sheet, not into the opening of a container to 
emboss a container sidewall. If one proposed to modify the structure of the Klose 
clamp so as to engage a container sidewall, then the die structures would have to 
resemble those of Storm. Storm's inside die set would not fit through the opening in the 
container if placed on a C-shaped clamp apparatus (the Storm logo itself is larger than 
the opening). There is no basis to assert that a combination would be routine or that the 
result of a routine combination would be applicant's invention claimed as a whole. 
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By way of comparison, applicant's preferred embodiment concerns embossing 
indicia into the steel plate side wall of a dumpster after assembly, by reaching over an 
opening edge that typically has a rectangular tubing reinforcement. The aspects of 
providing a reinforced opening and reaching around the opening to the accessible area 
to be embossed, are recited in new claims 14, 15. Support for these claims is found, for 
example, at paragraphs [0030], [0035], [0040] and [0043]. No new matter is presented. 
These claims further distinguish over the prior art of record and over the combination 
that has been posited in the official action. 

Regarding all of the pending claims, the official action lacks a showing, as 
properly required under MPEP 2143.03, that each feature of Applicants' method as 
claimed is present in one or the other of the combined references. Storm plainly 
teaches a different method as described above. There is nothing in Klose to teach or 
suggest the aspects by which Storm might be modified to meet the invention. There is 
no basis in the official action as to how or why modifications might be considered. 
Furthermore, a proper rejection must show that the references themselves would lead 
one skilled in the art to the claimed combination. MPEP 2143.01 . 

A combination that might more nearly approach applicant's techniques would be 
inconsistent with each of the references. Storm teaches a multi-part stamping device 
that is designed to be assembled, partly inside and partly outside of the container, 
together with the sheet whose surface is to be stamped. Klose teaches a clamping 
apparatus with a unitary construction that is configured for a sheet and not to reach into 
a container. Consistent with the prior art teachings, the person of ordinary skill might 
decide to emboss Storm's breast sheet before assembly, which is consistent with Klose. 
The person of ordinary skill would have no incentive to re-design Klose in a way that 
would allow Storm's logo die, which is larger in the pertinent dimension than the 
container opening, somehow to be gotten into the container an in alignment with an 
outer member of the dies set (also not shown in Klose) to meet the invention claimed. 

In the official action, it is suggested that it would have been an obvious 
substitution to one skilled in the art to replace the mechanical stamping mechanism in 
Storm with the hydraulic press disclosed in Klose. Even assuming that references are 
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capable of being combined, that is not sufficient to establish prima facie obviousness. 
The prior art also must suggest the desirability of the combination. MPEP 2143.01 . 
That suggestion is lacking. 

The absence of any showing in the prior art as to the desirability of a combination 
of the multi-element mechanical press of Storm and the hydraulic serial number edge 
press of Klose, is an indication that the rejection is grounded on hindsight, guided by 
applicant's disclosure and not by a prospective application of the prior art. The 
combination suggested in the official action would involve a change in the principles of 
operation of the Storm press, and a redesign to somehow make the combination 
workable, because a direct combination plainly would not be workable. 

Incorporating a hydraulic press that would be operable through the container 
opening of Storm would require a substantial reconstruction, as well as involving a 
change in the basic principle under which the Storm press is designed to operate, i.e., 
assembling opposed die set parts wherein the inner parts are like a ship in a bottle, but 
are supported on structures traversing the container wall. See, In re Ratti . 270 F.2d 
810, 813 (CCPA 1959). The Storm press is a mechanical press intended for 
disassembly into multiple pieces, enabling the internal die set element to be inserted 
through the container opening, and subsequent reassembly to engage complementary 
die elements on opposite sides on the sheet to be pressed. There is insufficient 
teaching in Storm and Klose, and there is insufficient explanation in the official action, to 
show that selections, modifications and combinations to undo and re-do these basic 
principles would be possible with the incorporation of a hydraulic press, barring undue 
experimentation. 

The claims have been amended to more particularly and distinctly define the 
subject matter of the invention. The prior art does not meet the invention claimed as a 
whole. The differences between the invention and the prior art are such that the subject 
claimed as a whole is not shown to have been obvious. Claim 1 is therefore allowable. 
Claims 2-4, 6, 14 and 15 define additional aspects and are also allowable, both for their 
subject matter and by dependence from claim 1 . 
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Pending claims 1-4, 6, 14 and 15 are in condition for allowance, and allowance is 
requested. 



Respectfully submitted, 

Date: September 22, 2006 /Stephan Gribok/ 
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